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REMARKS 

Amendment, claim 1 is amended. Clanii 1 has been amended to clanh' that, the tiiemiailv 
umductive sheet is fir e- retardant and flexible. Support for the anundmeiit mas be iouml loj 
example, in Applicant s specification at page 4, lines 4-6. After this amendment, clami^ 1 3 and 
7-8 remain pending. Applicant believes that the amendment to the claims place the appheation 
in onndition \o\ Mow ance Applicjmt respectfnlly t eijuc-^ts reconsideration of tlie apphcatum and 
amended claims, and prompt allowance of all pendmg claims m view of the following 
arguments. 

Response to Restriction Requirement and Election of Clainis 

In the OfKee AetiOii dated September 5, 2007, Claims 1, 2 and 8 were alleged to be generic, 
and claim.s 1 -8 were pmported to include more than species of tlie generic invention. These species 
were alleged to lack iiruty of invention under PCf Rule 13.1, because they are allegedly not so 
hnkcd as to ionn a single general inventive aoneept under PCI Rule I3>2. ITie claims were 
restricted as Ibllows; 

Group 1 - claims 1-3 and 7-8 (organOphospohoraus compound); 

Group 11 -- claims 1-2, 4 md 8 (triazine skeleton-containing compound); 

Group 111 - claims 1-2, 5 and 8 (expanded graphite); and 

Group 1¥ - claims 1 - 2, 6 and S (polyphenylene ether). 

During a telephone conversation with Scott Bardeli on August 27, 20()7, a provisional 
election was made with traverse to prosecute the invention of Group I, claims 1-3 and 7-8. In 
o.rder to comply with 37 GFR § 1 .142, Applicant hereby aflirms the election to prosecute Group 
reclaims 1-3 and 7-8. 

Rciectiotts under 35 U.S.C. § 102 and S 103 

Claims and 7-8 stand rcjccied undei 35 U S C l(t2(b) as allegedly being antn,!p<nrd 

n-^ ot u t'l;. altt'nm ^ mdu ^ k '• ( ) as d c^v.(.M'^ 'iv' )i> K> is ci i \an /c^siv. 

(IP i\> ■] p, 1 Onu.*. \cnon alkgv.,s that \ anid/aki ct ai distiosts a i<..sin (.ot.ip >-i{io) 
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tor hre -resistant inolding rnatenals suitably used as a sheet (paragraph 0001). Tlic Otttcc Action 
j]so i!lu'^sthu\ ^muKu- ii (IiscU^i-m! i i L n! i u 300 p iih hs ^udit oi 
aliniinun hv^roxuk to 100 puis o< ll c ush {paa^i ip i „S) dnd k ids on t' c xst <. i «i 
indu vuic ot \pp^iu.}nt s d lun I [he Office Aaion speutical'-' n^icik^nLcs ^ nn )/ ik a ^1 
txamplu'^ ! (_ Table 1) as ailfcgtdtv suppuitmg a wf/o thaX icadj> on the wt'-o ot Apphcahi s 
claim i ^ Applicant re&pectfully traveises the lejectton to the extent tlmt it applies to independent 
claim 1. as amended, find dependent danns 2-3 -md 7-8, which dq>aid torn independent claim 1, 

\pphc int r^spccttulK disa^Tves Mth the icjCetions of the claims at lea^t because the 
OliR^ his 1 nii-d u 11 ^ci nui 1 tjiishin 'b \ inu/aki tt li disdo Jen aits" 

( i A.ppLcaiit s dam.cd nivuition as lequucd to piupul} anticipate \ppiKai t b daimtd 
invention.'* l<urthemiore, Apphcaiit respectfully disagrees with the rejections ol the claims, as 
the Oltiee has at least tailed to meet its biu'deii of estabhshing a proper pmm facie ca^e ot 
obviousness m view of Yaraayakl et al A propei ptitm facie case ot obMOUMicss requires that 
the Othce establish tmee facts; ' 

1 . identification of a motivation lo combine/modilv tiie cited references; 

2. a showing that die proposed combination provides a reasonable expectation of 
success: and 

3. a teaching or suggestion ol ail of the ciaini hinitations. 

Appheani lespcettulK euiitends that ^hc Office tails to >.stabhsh \ piopei ease ol /' (ma facie 
obMoustiess a least b\ lading to establish that Yamaisaki et al discloses teaches oi suggests all 
hmitauons of \pphcant s daimcd invention 

With respect to the rejections ot independent claim 1 , as amended, and def)endent claims 
2-3 and 7-8. which depend from independent claim 1 , tor alleged anticipation bv, or. in the 
dlteinati\e Mn lei 5 SC ^ U)i(a") toi alkjftd obvioasrcss ovci ama/aki et a! , Vpplicair 
e->pu *ul\<. ntaid thittht O^+K. Iia^ jllei tso lsU l^ledt^ a\ wiu Met d disdoscs 

t N ela n cd hvdraled nictai eompoimd, v\iieieii the composiiiOii ui^iadcs the li^di^ied 
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metal compound in an amount ot 40-90 vol% ot the total volume ot the composition, wherein 

the tlui nialh conduttnc sheet is fle\.ibU Applicant iespeL.i(uU\ cvHr«.nd^ trv^ ihc Oit cv. ha ! 

1 nttitbuiaci ot 'she wiuj tl \[^ nui/Kictdl disJost.^ I'l ^.lt.^■!i.>■!l^ oi a 1 inaitat cis of 

\pphv.c)nt ^ k.la)mal m u tion it k ^st b^ciusc \pph(, i n s nd^pc uknt d iim 1 ^bjrib i 

hydf ated metal m ati amount oi 4{)-90 volume percent ot the total volume ot the compositionj 

whereas the Office has only alle{,ed that YaxnazdJkt et al discloses a weight percent ot the total 

weight ot the composition, f^urthermore. tlie Office has not met its burden ot estabhshjing that 

Yania/dki ct a) discloses a flexible thermali^ conductnc sh^a pi csu->ih Jammed m 

Applicint s 1 idtp^udcut claim 1 Ihc iw,jci.{ion ( f iPikiui dc'nt chm t nd s ^1 S( ^ !0?(by 

as being dlieguilv aniiupated by oi m tlie altematne, under 3:> U b ( ^1 U^(a) as alleguliv 

obvious over Yarnazaki et al., has been overcome and should be Avithdrawi. 

hi addition. Applicant respectfully contends that the Office has not established a proper 

p) ima tdcic uase of ubv loudness, at least bv tailing to show that the letcrcncc provide-, a 

rcisot) ibic c\pttt \\\on ol su>.c<.ss m annm u \pp is. iii s v.! unn^i' nn Pinion Xopiic 'ui ! js 

Droadlv clani.ul a thennaliv conductne sheet that i:^ halogen hu, llaine-retardant aud llevible 

Applicant respecttullv directs tlie Examiner's attention to Applicant's specihcationi wherein 

Applicant distinguishes Yamazakt et al. and other references m the art with respect to the 

unsoKed problem ol obtamini' a flexible, hre-ietardant, theiTOdllv conductive sheet that 's 

bali>gen-hoc \ijhcni spi s isHuins-is"^ ui j/ik 1 js'oltms 

Japduesc I uc\au incd I'atcut PnhiK Uiou (k k u) \o ""(tU'; ''il >'"n's disdos^^ ^ ! idicalK 
poiynieiiyable compobmom coutanuiig i phospiutu c'^tci (mcti )ai.'\laiL ahd dKo 
discloses that the composition mi\ cv'Utain alunnnum h>drox]dc Snnt bcciu^c tki'^ 
pbospbne cslci contains mono , di and tn lunctional groups i.i a cc xxm -ju pt ukju, 
comp 11 a* \ ch hatd ^ ui cd ai ucle is obtained Also the phosphate cstc'- 1 roi <.. ) upatible 
null a knij ^ kuj dk\' t>io i[' (mcLh)da\hc monomer because ot \U I jn x i w a ji (i 
thcrckfc ci jH !>iin, v itn poor tle\ibihtv »s obtamtd Miis t k cv snt'os t i d{Sv.k> u! 
ni Tdpanc-^c uumcd 1* jt(.nt Puhlicaiioi ^kokai) \o 2*ii)i> !^ s^ is oc v,Mbe * n 
Its specitication. a composition smted tor use m the preparation ot molded articles suca as 
building raatcnalb Ai> a icsult, the composition is not suited h>i use m thcrmall> 
conductive sheets which require sutficient flexiDility, 
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Applieant respectfully submits tliat ike Office has not established that the art recognized 
the desirability of having a flexible thermally conductive, fire-retardant sheet, or even that the art 
would have recognized the desirability of controlling the volume percentage of the hydrated 
metal corapduTiid cornprisitig tlie themially conductive sheet in an amount of 40-90 vol'K) of the 
total volume of the composition in order to achieve the desired flexibility combined with fire- 
resistance without use of halogenated fire-retardants. 

Furthermore, Applicant respectfully contejids tlmt Applicant's independent claim 1 
expressly claims a thermally conductive fire retai'dant sheet made of a composition comprising: 

(A) a (meth)acrylic polyiner, 

(B) a halogen- free flame retardant selected from the group consisting of an 
organpphoisphorus compounds a triazine skeleton-containing compound, an expanded graphite 
and polyphenylene etlier, and 

(C) a hydrated metal compound. 

Applicant respectfully notes that three distinct chemical compounds are churned in 
Applicant' s independent claim 1 : the (meth)acry}ic polymer, the halogen-li-ee flame retfirdant 
compound, and tiiie hydrated metal compound. Applicaiit fespectfully submits, however, that 
Yamazaki et al. actually discloses a flame retardant resin composition comprising only two 
compounds: a radieal polymerizable resin that includes ester (meth)acry}ate phosphate, and 
akuninuin hydroxide.'' Applicant believes that the ester (meth)acrylate piiosphate disclosed by 
Yamazaki et al. (which the Office alleges is a halogen-tree flame retardant organophosphorous 
compound according to Applicant's claim 1) is actually polyTtierized, e.g. by free radical 
polymerization, to form Yamazaki et al.'s radical polynierizable resin compound, which is then 
combined with almninum hydroxide.^'' Applicaiit respectfully submits that the Office has only 
established that Yamazaki et al. <^scloses a flame retardant resin composition comprising only 
two compounds, at least because Yanrazaki et ah discloses tliat tlie ester (meth)acrylate 
phosphate is radically polymerized (with other radically polymerizable monomers) to form the 



' Yatiiazaki et al., cMm 1 and % [0009]. 

' ■ M, % [0009]"[0029]; see paHi^ulat-ty"^ [0027]-[0029] aiK} Examples 1-4. 
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radical polymerizable resin (a first compound) that is combined with aluminum hydroxide (a 
second compound) to foni! the flame retardant resin composition. 

In addition, Applicant respectfolly contends that Yaraazaki et al. expressly teaches away 
frohi Applicant's claimed thermaily conductive fire retardant flexible sheet comprising three 
eonapounds. YaiDiizaki expressly discloses the importance of chemically reacting the ester 
(meth)acfylate phosphate with other radically polyinerizable ttionomm to fomi the radical 
polyiTiefizable resiii, ill order to prevent bleeding of the ester ( meth)acry!ate phosphate to the 
gurtace of mold goods eitlier during molding or with time, and to provide a unifonn flame 
retarding properly to the mold goods." Thiis, Applicai^t respectftiUy submits that one of ordinary 
skill in the art would not have been motivated to modify the teachings of Yamazaki et al, to use a 
separate halogen-free flame retardaiVt compound witli a separate {meth)acryiie poljatler and the 
hydrated metal compound, to obtain Applicant's claiiiied fhertnally conductive fire retardant 
flexible sheet comprising a {meth)acrylic polymer, a halogen-free flame retardaixt eompownci, 
aitd a hydrated metal compound. For at least the foregomg reasons. Applicant respectfully 
submiis that the Office has not established a proper prima facie ease of obviousness of 
AppUcant's independeiTit claim 1 over Yainazaki et al,, and thus the rejection of claim 1 should be 
withdrawn. 

In addition to the foregoing arguments, Applicant(s) submit tliat a dependent claim should 
be considered allow able when its parent claim is allowed.'" Accordhigly, prodded inde})endeut 
claim i is aiioucd, all claims depending therefrom should also be allowed. Applicant therefore 
respccthiHv ^ubiuiis that tlic Oftice has not mot its burden of establishing a proper /,■>;■//;;!? jcn u 
case of anticipation and/or ob\iOusness of Applicant's claimed invention over Yama/uki et al. 
The rejection of claims i -3 and 7-S under 35 U.S,C, § 102(b) and 1 03(a) as being allegedly 
unpatentable over Y amazaki et al, has been overcome and should be withdravvn. 
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CONCLUSION 



Vpphcant has elected Gu»Mp ! cox t'lod b\ claims 1 3 and "^-S In \ icw <■)! the tlncgcins 
afguincnts, recoasi deration and wilhdia^Adl of the reicctions oi'clann-5 i • ^ and 7-n undoj 3:> I S C 
§ 102(b) for pui ported anucipation or, in the aUcmativc, under 35 t S C § 10,>(a) for pujpi^rted 
obviousness over Yaniazaki et ai. is respectfully requested. Prompt allowance of all pending 
claims is also respectfully requested. The Examiner is invited to contact tlie undersigned at the 
indicated telephone number witli questions that can be resolved with a simple teleconference. 



Respeetfolly submitted. 



By: 



Date 




Ofike of toiellectual Piopeuy Counsel 
.^M Innovative Properties Company 
Facsimile No.: 651-736-3833 



jAB/spg 
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